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1. The Office's rationale for the suggested combination to add Moritan's groove 23b to 
Tanaka is based on a mischaracterization of what Tanaka actually discloses, leaving an 
unresolved factual issue that must be addressed before this case is in condition for appeal . 

Applicant agrees with the Office to the extent of its admission that Tanaka does not 
teach or suggest at least the capillary seal, the channel, or the structural interconnecting 
features such as fluidly communicates recirculating fluid from the fluid dynamic bearing via 
the passage to the inlet reservoir of claim 1 . 1 Applicant has shown in the record that 
Moritan, which the Office believes cures the deficiency of Tanaka, in fact does not use the 
term "capillary seal" in its disclosure. Whether or not Moritan teaches a capillary seal 
within the broadest reasonable meaning of that term is a disputed issue. 

Notwithstanding that dispute, the Office reads Moritan's groove 23b on the channel 
feature of the rejected claims, pointing to Moritan's disclosed purpose for the groove 23b as 
being "for the desired purpose of permitting smooth assembly of the motor." 2 Particularly, 
Moritan discloses that its liquid bearing fluid is necessarily displaced from the sleeve 21 as 
the result of inserting the shaft 12 into the sleeve 21 in a close mating relationship. The 
groove 23b, which is in fluid communication with the sleeve 21, directs the displaced liquid 
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bearing fluid to a reservoir in the space 21a where it can return to the space between the 
inserted shaft 12 and the sleeve 21. 

16 




The Office's stated rationale for combining Moritan and Tanaka is that Moritan's 
groove 23b (purported channel) would allegedly be advantageous in Tanaka for the same 
reason; "for the desired purpose of permitting smooth assembly of the motor." However, 
Applicant has shown that the skilled artisan recognizes that the Office's suggested 
modification of Tanaka to add Moritan's groove 23b for that purpose would be entirely 
superfluous. That is, the Office's suggestion that there might be some difficulty in 
assembling Tanaka's shaft into its sleeve needing a solution akin to Moritan's solution is a 
mischaracterization of what Tanaka actually discloses. Particularly, the skilled artisan 
recognizes that during such an insertion the gas bearing fluid in Tanaka's sleeve, unlike the 
liquid bearing fluid in Moritan's sleeve 21 absent its groove 23b, is freely displaceable 
through the aperture 17 into the space 20 and, in turn, through the groove 21 where it is 
ultimately exhausted into the enclosure. 3 
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Contrary to the Office's mischaracterization of what Tanaka actually discloses, it 
would in fact not be advantageous to add Moritan's groove 23b to Tanaka for the alleged 
purpose of permitting smooth assembly of the motor. Tanaka's aperture 17, space 20, and 
groove 21 are already readily configured for the purpose for which the Office believes it 
would be advantageous to add Moritan's groove 23b. The fact that the Office's stated 
rationale for the suggested combination relies on what the skilled artisan knows to be a 
mischaracterization of what Tanaka actually discloses belies the existence of any prima 
facie case of obviousness, leaving an unresolved factual issue that must be addressed before 
it can be said that this case is in condition for appeal. 

2. The Office's rationale for the suggested combination to add a capillary seal to Tanaka is 
based on a mischaracterization of what the cited references actually disclose, leaving 
another unresolved factual issue that must be addressed before this case is in condition for 
appeal . 

The Office admits that Tanaka's gas bearing does not teach or suggest a capillary 
seal. 4 The Office's position is that Moritan's liquid bearing fluid construction does disclose 
a capillary seal 5 although Applicant has pointed out, without rebuttal by the Office, that 
Moritan never refers to its structure in terms of it including a capillary seal. 

Applicant has previously pointed out in the record that the Office's reliance on 
replacing Tanaka's gas bearing seal with a capillary seal is fundamentally erroneous for 
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proceeding contrary to accepted wisdom of the skilled artisan who would not agree that a 
capillary seal, within a reasonable interpretation of that term, is applicable for use in a gas 
bearing. 6 In answer to Applicant's stated position the Office most recently points to Ikeo 
(US 6,722,785) which discloses a fluid dynamic bearing configured to use either a gas or 
liquid bearing fluid. 7 However, like Moritan, Ikeo does not use the term "capillary seal" at 
all and therefore the Office has not answered the substance of Applicant's argument in 
accordance with MPEP 707.07(f) as to why a skilled artisan would be motivated to 
construct a gas bearing with a capillary seal. 

The rules of the PTO require that application claims must conform to the invention 
as set forth in the remainder of the specification and the terms and phrases used in the 
claims must find clear support or antecedent basis in the description so that the meaning of 
the terms in the claims may be ascertainable by reference to the description. 8 Thus, during 
examination claims are given their broadest reasonable interpretation consistent with the 
specification. 9 The broadest reasonable interpretation is the meaning that the skilled artisan 
would give to the claim term in view of the associated usage provided in the specification. 10 
A construction that is inconsistent with the written description would not be arrived at by 
the skilled artisan, and is therefore not a reasonable interpretation. 11 

Here, Applicant has shown, without rebuttal by the Office, that the common 

meaning of "capillary seal" to the skilled artisan is consistent with the explicit meaning 

given by the usage of the term in the specification, that it is a seal structure that 

purposefully ejects gas from the bearing fluid in the bearing: 

As persons skilled in the art will understand, the orientation 
of the flow of bearing fluid through circulation passage 292 
beneficially purges trapped air from the fluid dynamic 
bearing 230 during operation. .As the bearing fluid reaches 
the top of the wall 264 and spill over into the reservoir 277 
of capillary seal 278, the trapped air bubbles out of the 
bearing fluid into the surrounding environment . 12 
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The skilled artisan recognizes that the Office's suggestion to modify Tanaka's seal 
structure to eject gas from the bearing fluid is in fact a suggestion to proceed against the 
accepted wisdom of the skilled artisan because Tanaka's bearing fluid itself is a gas. The 
Office has failed to substantiate an answer to Applicant's argument that the skilled artisan 
would not include a capillary seal in a gas bearing construction, which belies any existence 
of a prima facie case of obviousness and leaves another unresolved factual issue that must 
be addressed before it can be said that this case is in condition for appeal. 

Conclusion 

For these reasons, Applicant respectfully requests that the Panel withdraw the final 
rejection for further prosecution on the merits so that these unresolved factual issues can be 
addressed. 

Respectfully submitted, 

By: /Mitchell K. McCarthy/ 

Mitchell K. McCarthy, Registration No. 38,794 

McCarthy Law Group 

512 Northwest 12 th Street 

Oklahoma City, Oklahoma 73 103 

1 .877.654.6652 or 405.639.3082 

www. mccarthyiplaw.com 
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